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DETAILED ACTION 
Claims Pending 

Claims 23-44 are pending. Claims 31-44 are withdrawn. Claims 23-30 will be examined on the merits. 

Claim Rejections - 35 USC § 103 
The rejection of claims 23-30under 35 U.S.C. 103 (a) as being unpatentable over Buee et al. in view of Nagahashi et 

al. and Safir et al., and further in view of Mangnus et al. is withdrawn in light of Applicant's arguments. 

Claim Rejections - 35 USC § 1 12 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making and using it, in such 
full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 23-30 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the enablement 

requirement. The claim(s) contains subject matter which was not described in the specification in such a way as to 

enable one skilled in the art to which it pertains, or with which it is most nearly connected, to make and/or use the 

invention. 

Factors to be considered in determining whether a disclosure meets the enablement requirement of 35 USC 
1 12, first paragraph, have been described by the court in In re Wands. 8 USPQ2d 1400 (CA FC 1988). 
Wands states on page 1404, 

"Factors to be considered in determining whether a disclosure would require undue experimentation have 
been summarized by the board in Ex parte Forman. They include (1) the quantity of experimentation 
necessary, (2) the amount of direction or guidance presented, (3) the presence or absence of working 
examples, (4) the nature of the invention, (5) the state of the prior art, (6) the relative skill of those in the 
art, (7) the predictability or unpredictability of the art, and (8) the breadth of the claims." 

The nature of the invention 

The instant claims are drawn to a method of treating arbuscular mycorrhizal (AM) fungi comprising 
contacting said AM fungi with Nijmegen 1, Demethylsorgolactone, Strigol, Sorgolactone, Alectrol and Orobanchol. 

The breadth of the claims 



The claims are very broad in the sense that claims encompass many stimulating agents 
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Working Examples and Guidance in the Specification 

The specification discloses that GR24 has an effect on the activation of cell respiration of Glomus 
intraradices . The specification discloses that GR7 has an effect on the activation of cell respiration of Gigaspora 
rosea. The specification discloses that GR24 has an effect on the stimulation of the branching of the hyphea of 
Gigaspora rosea. The specification discloses that GR7 has an effect on the stimulation of the branching of the 
hyphea of Gigaspora rosea. The specification discloses that GR7 has an effect on the mycorrhization of Medicago 
truncaluta by Gigaspora rosea. The specification has not provided any working examples of treating arbuscular 
mycorrhizal (AM) fungi comprising contacting said AM fungi with of Nijmegen 1, Demethylsorgolactone, Strigol, 
Sorgolactone, Alectrol and Orobanchol. 

The unpredictability of the art and the state of the prior art 
The art teaches that strigol, sorgolactone, and alectrol are not useful because they are too complex to synthesize 
economically (Nefkens et al. J.Agric. Food Chem. 1997. page 2273, column 1, bottom paragraph). The art also 
teaches that strigol is unstable in alkaline soils (Mangus et al. J.Agric. Food Chem. 1992, 40 page 697, column 1 first 
paragraph). Finally the art teaches that chemicals such as strigol are not only too complex to synthesize 
economically, but also that their complexity results in instability in soil (Mangus et al. J.Agric. Food Chem. 1992, 40, 
page 1230, column 1, first paragraph). 

Quantity of Experimentation 

Considering that the specification teaches treating VAM only with GR24 and GR7, and that the art 
recognizes that strigol, sorgolactone, and alectrol are too complex to synthesize and that they are instable in soil, 
additional experimentation would be required in order to use the claimed method. Specifically, since the claimed 
method encompasses chemical compounds such as Nijmegen 1, Demethylsorgolactone, Strigol, Sorgolactone, 
Alectrol and Orobanchol it is imperative to know if these compounds will stimulate the development and/or growth 
of AM fungi. This would require additional experimentation. Therefore, in order to practice the claimed method, a 
series of experiments would be required where each experiment is based on the success of the preceding 
requirement. Furthermore, the success of each experiment required is unpredictable. Therefore, the amount of 
additional experimentation required is deemed to be undue. 
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Conclusion 

Considering the nature of the invention, the breadth of the claims, the unpredictable nature of the invention 
as recognized in the prior art, the lack of working examples and guidance provided, and the high degree of skill 
required to practice the invention, it is concluded that the specification does not provide an enabling disclosure for 
the instant claims. Therefore, additional experimentation is required before one of skill in the art could make and 
use the claimed invention. The amount of additional experimentation required to perform the broadly claimed 
invention is deemed to be undue. 

Comments 

No claim is allowed. Claims 23-30 are free of prior art because there was no suggestion to treat arbuscular 
mycorrhizal (AM) fungi with GR24 or GR7. Thus, the elected invention of claims 23-30 will be allowable if 
applicants cancel the non-elected following chemical compounds: Nijmegen 1, Demethylsorgolactone, Strigol, 
Sorgolactone, Alectrol and Orobanchol. 

Future Correspondence 

Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to Annette H. Para whose telephone number is (571) 272-0982. The examiner can normally be reached 
Monday through Thursday from 5:30 a.m. to 4:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Anne Marie 
Grunberg, can be reached at (571) 272-0975. The fax number for the organization where the application or 
proceeding is assigned is (571) 273-8300. 

Any inquiry of a general nature or relating to the status of this application or proceeding should be directed to (571) 
272-0547. 

Patent applicants with problems or questions regarding electronic images that can be viewed in the Patent 
Application Information Retrieval system (PAIR) can now contact the USPTO's Patent Electronic Business Center 
(Patent EBC) for assistance. Representatives are available to answer your questions daily from 6 am to midnight 
(EST). The toll free number is (866) 217-9197. When calling please have your application serial or patent number, 
the type of document you are having an image problem with, the number of pages and the specific nature of the 
problem. The Patent Electronic Business Center will notify applicants of the resolution of the problem within 5-7 
business days. Applicants can also check PAIR to confirm that the problem has been corrected. The USPTO's 
Patent Electronic Business Center is a complete service center supporting all patent business on the Internet. The 
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USPTO's PAIR system provides Internet-based access to patent application status and history information. It also 
enables applicants to view the scanned images of their own application file folder(s) as well as general patent 
information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786-9199. 

/Annette H Para/ 
Primary Examiner 



